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I. Final Office Action is incomplete 

The February 2, 2006 Final Office Action fails to consider all of Applicant's 
claims and is therefore an incomplete action on the merits. In particular, claim 8 recites 
attaching a magnetic surface to an item associated with the work and magnetically 
affixing the item to the sheet of material, wherein the item is an envelope. Likewise, 

claim 18 recites a second detachable attachment surface adapted to be affixed to an item 
associated with the work, wherein the item is an envelope. 

Although the Examiner stated that claims 8 and 18 were rejected under 35 U.S.C. 
§ 103, the Examiner did not cite any teaching or suggestion fi-om the cited references 
related to a second detachable attachment surface or magnetic surface intended to be 
attached to an envelope associated with the framed work. Similarly, the Examiner failed 
to address claims 7, 16, and 17, from which claims 8 and 18 depend. Hence, the Final 
Office Action does not address the patentability of all of Applicant's claims. The Office 
bears the burden of establishing a prima facie case of obviousness based on the prior art 
when rejecting claims under 35 U.S.C. § 103. In re Fritch, 972 F.2d 1260, 23 
U.S.P.Q.2d 1780 (Fed. Cir. 1992). 

II. No Motivation to Combine References 

In support of her rejection of the independent claims, claims 1 and 1 1, the 
Examiner asserts that one skilled in the art would be motivated to combine the full-length 
slits oiRistuccia (used for holding business cards) with the fi-ame and mat of Anthony "so 
as to provide a more secure holding means for the work." (Final Office Action at 2). 
This is not a proper motivation to combine the references, however, because the Ristuccia 
slits do not, in fact, provide a more secure holding means for the work than do the 
Anthony slits, which are positioned at the four comers of the work being framed. The 
Anthony device holds the work in such a way that it cannot be moved horizontally or 
vertically. Ristuccia's device, on the other hand, only restrains a business card vertically: 
if one tries to slide a business card mounted in the Ristuccia device from side to side, the 
card will shde out. Therefore, the motivation to combine these two references proposed 
by the Examiner simply does not exist. 



